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DETAILED ACTION 

1 . This action is responsive to communications: amendment filed on 8/3/04 to the 
application filed on 12/29/98. 

2. Claims 10-12 are canceled. 

3. Claims 1-9, 13-25 are pending in the case. Claims 1-3, 16, 20-22, 25 are 
independent claims. 

4. The rejection of claim 17 under 35 U.S.C. 112, second paragraph, has been 
withdrawn in view of the amendment of claim 1 7. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 

. consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f)or (g) 
— priorart-under-35 UtS;GH 03(a); 
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7. Claims 1-9, 16, 20-25 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Markowitz et al. (US Pat No. 6,31 1 ,185 B1 , 10/20/01 , filed 10/30/97) 
in view of Yu (US Pat No. 6,067,552, 5/23/00, filed 3/30/98, priority 8/21/95). 

Regarding independent claim 1, Markowitz discloses: 

- automatically determining a content data of the given information unit (col 1 , lines 
32-42, "...displaying advertisement on their Web pages... including an 
advertisement in the original HTML data that defines a Web page,., a Web page 
containing travel tips ...could include... a hotel advertisement"; the fact that an 
advertisement is included directly in a Web page based on the data or the 
content of the Web page shows that the content data of a web page is 
determined automatically by the content provider; col 2, lines 60-64, the fact that 
the ISP can obtain the HTML data related to the web page from the Internet 
whenever a user requests a web page to be displayed on his browser inherently 
shows that the content data of the web page and also the content data of the 
advertisement are automatically determined by the system without any user 
intervention to decide which HTML data from the Internet is related to the web 
page; col 3, line 60 to col 4, lines 1-19, the fact that a software architecture is 
used to perform the process of selecting an appropriate advertisement for linking 
to a web page inherently shows that the steps of the selecting process including 
determining the web page to select a related advertisement are carried out 
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automatically since the software is implemented by a program where the steps 
are done automatically as defined) 

- automatically selecting the chosen information unit as a function of the content 
data of the given information unit(col 2, lines 60 to col 3, lines 1-18,... the Web 
page currently being requested can similarly be used to select an appropriate 
advertisement...; the chosen information unit is considered as a candidate 
information unit since it is selected unit, and as in the abstract, the candidate 
information unit is an advertisement, therefore, the chosen information unit is an 
advertisement selected as a candidate information unit related to the content of a 
Web page) 

Markowitz does not disclose that: 

- said automatically determining is performed by searching the given information 
unit, indexing the given information unit to produce indexed data, and performing 
a relevancy ranking on the indexed data 

- the chosen information unit is selected as a function of the relevancy ranking on 
the indexed data 

Yu discloses: 

- searching the given information unit (col 4, lines 11-15: "traverse a hypertext 
database to retrieve an electronic document ...") 

- indexing the given information unit to produce an indexed data (col 4, lines 15- 
22: "storing an index in association with the hypertext database, the index 
comprising...") 
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- performing a relevancy ranking on the indexed data (col 4, lines 22-51 , receiving 
a set of relevant index term values.... comparing ..using the weighted relevancy 
ranking... producing a list of electronic documents... based on the relevancy 
ranking...) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Yu into Markowitz since Yu discloses indexing the terms 
included in the electronic documents and performing the relevancy ranking on the 
indexed data providing the advantage to utilize said relevancy ranking based on the 
indexed terms to fast searching of an advertisement in the advertisement repository 
database related to the requested web page by considering only the cases of the 
highest ranking terms. 

Regarding independent claim 2, Markowitz discloses: 

- determining a content data of the candidate information unit (col 1 , lines 32-42; 
col 2, lines 60 to col 3, lines 1-18, the fact that an appropriate advertisement is 
selected to be included in a web page shows that the content data of an 
advertisement, which is a candidate information unit as explained in the abstract, 
is determined) 

- automatically determining a content data of the given information unit (col 1 , lines 
32-42; col 2, lines 60 to col 3, lines 1-18, the fact that an appropriate 
advertisement is selected to be included in a web page shows that the content 
data of the web page, which is a given information unit, is automatically 



Application/Control Number: 09/222,554 Page 6 

Art Unit: 2178 

determined by the content provider to find out which HTML data is related to the 
web page) 

- comparing the content data of the given information unit to the content data of 
the candidate information unit (col 1, lines 32-42; col 2, lines 60 to col 3, lines 1- 
18, the fact that an appropriate advertisement is selected to be included in a Web 
page inherently shows that the content data of the candidate information unit, 
which is an advertisement, and the content data of the given information unit, 
which is a web page as explained in the abstract, are compared to see if the two 
are related to make an appropriate selection) 

- selecting the candidate information unit for linking to the given information unit as 
a function of said step of comparing the content data of the given information unit 
to the content data of the candidate information unit (col 1, lines 32-42; col 2, 
lines 60 to col 3, lines 1-18) 

Markowitz does not disclose that: 

- said automatically determining is performed by searching the given information 
unit, indexing the given information unit to produce indexed data, and performing 
a relevancy ranking on the indexed data 

- the chosen information unit is selected as a function of the relevancy ranking on 
the indexed data 

Yu discloses: 

- searching the given information unit (col 4, lines 11-15: "traverse a hypertext 
database to retrieve an electronic document ...") 
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- indexing the given information unit to produce an indexed data (col 4, lines 15- 
22: "storing an index in association with the hypertext database, the index 
comprising...") 

- performing a relevancy ranking on the indexed data (col 4, lines 22-51 , receiving 
a set of relevant index term values.... comparing ..using the weighted relevancy 
ranking... producing a list of electronic documents... based on the relevancy 
ranking...) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Yu into Markowitz since Yu discloses indexing the terms 
included in the electronic documents and performing the relevancy ranking on the 
indexed data providing the advantage to utilize said relevancy ranking based on the 
indexed terms to rapidly searching of an advertisement in the advertisement repository 
database related to the requested web page by considering only the cases of the 
highest ranking terms. 

Regarding to independent claim 3, claim 3 includes all the limitations of claim 2 and so 
is rejected under the same rationale, except in claim 3 the step comparing is carried out 
automatically. 

Since Markowitz discloses a software architecture for performing the process of 
selecting an appropriate advertisement for linking to a web page (col 2, line 60 to col 3, 
lines 1-19), where the steps included in the process are done according to the program 
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of the software, Markowitz inherently discloses that the steps are done automatically 
without any user intervention. 

Regarding claims 4 and 7, which are dependent on claims 3 and 4 respectively, 
Markowitz discloses placing the candidate information unit in a look-up tree according to 
the content data of the candidate information (figure 3, #320 database look-up and #330 
select advertisement from database imply that the candidate information unit, which is 
an advertisement, is placed in a look-up database according to the content data of the 
candidate information so that an related advertisement to a web page can be selected 
to incorporate to the web page; in addition, it was well known that any database is 
organized in a hierarchy format, or a tree format). The given information unit is a Web 
page (as defined in the abstract), and therefore, it is available on the Internet. 

Regarding claim 5, which is dependent on claim 4, Markowitz discloses that 
automatically comparing the content data of the given information unit to the content 
data of the candidate information unit comprises traversing the look-up tree (figure 3, 
#320 database lookup and #330 select advertisement from database, show the 
traversing the look-up tree since a database is organized as a tree structure, and lookup 
a database implies traversing that database; col 4, lines 7-18, the advertisement 
selected from database that relates to a web page shows that the content of the 
advertisement and the content of the web page are compared to find out their 
relationship). 
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Regarding claim 6, which is dependent on claim 4, Markowitz discloses that the 
structure of the look-up tree includes the content data of the candidate information 
(figure 3, #320, #330; col 4, lines 7-18, the database should include the content data of 
the candidate information so that the comparing is performed to select advertisement 
from the database). 

Regarding claim 8, which is dependent on claim 3, Markowitz does not disclose that 
determining the content data of the candidate information unit includes: 

- collecting the content data of the candidate information unit 

- incorporating the content data into the candidate information unit 

- storing the candidate information unit and the content data of the candidate 
information unit 

Instead Markowitz discloses storing advertisements in the database for lookup and for 
selecting (figure 3, #320 and #330). 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have modified Markowitz to include collecting the content data of the 
candidate information unit and incorporating the content data into the candidate 
information unit since the step storing of the candidate information unit suggests that the 
candidate information unit should be created including the content data of the candidate 
information first. 
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Regarding claim 9, which is dependent on claim 3, Markowitz does not disclose that 
determining the content data of the candidate information unit includes: 

- collecting the content data of the candidate information unit 

- linking the content data into the candidate information unit 

- storing the candidate information unit and the content data of the candidate 
information unit 

The difference between claims 8 and 9 is that instead of using the word "incorporating" 
as in claim 8, the word "linking" is used in claim 9. 

Since "linking the content data to the candidate information unit" has the same meaning 
as "incorporating the content data to the candidate information unit" where the content 
data is included to the candidate information unit, claim 9 discloses the same subject 
matter as in claim 8. 

Claim 9, therefore, is rejected under the same rationale. 

Regarding independent 16, Markowitz discloses: 

- automatically determining a user computer system data (col 1 , lines 32-42; col 2, 
lines 60 to col 3, lines 1-29, a web page, which is a user computer system data, 
is determined to select a related advertisement; figure 1, col 3, line 60 to col 4, 
lines 1-19, the fact that a software architecture is used for the process of 
selecting an appropriate advertisement for linking to a web page inherently 
shows that the steps of the process including determining the web page to select 
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a related advertisement are carried out automatically since the software is 
implemented by a program where the steps are done automatically as defined) 
- selecting a chosen information unit as a function of the user computer system 
data (col 1, lines 32-42; col 2, lines 60 to col 3, lines 1-18; figure 3, #320-#340 
selecting an appropriate advertisement to incorporate to a web page) 
Markowitz does not disclose explicitly that said determining is performed by running a 
diagnostic program on the user computer system to determine at least one of a 
component coupled in said computer system and a software program loaded on said 
user computer system. 

However, it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to have modified Markowitz to specify that the determining step is 
done by running a diagnostic program on the user computer system to determine at 
least one of a component coupled in said computer system and a software program 
loaded on said user computer system since it was well known that any computer system 
includes such a diagnostic program for recognizing a component coupled to the 
computer system, and any software that a user would like to use has to be loaded on 
the computer system. 

Independent claims 20-22 are for a storage medium of method claims 1-3, and 
therefore are rejected under the same rationale. 
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Regarding claim 23, which is dependent on claim 4, Markowitz discloses that the 
candidate information unit includes an advertisement to be displayed to a user (col 1, 
lines 32-42; col 2, lines 60 to col 3, lines 1-18 as mentioned in claims 1-3). 

Regarding claim 24, which is dependent on claim 4, Markowitz does not explicitly 
disclose that the look-up tree includes at least one folder and at least one sub-folder. 
However, it was well known that any database is organized in a hierarchy structure or a 
tree structure. 

Therefore, it would have been obvious to one of ordinary skill in the art at the time of the 
invention was made to have modified Markowitz to include at least one folder and at 
least one sub-folder in the database since the hierarchy structure of the database in 
Markowitz suggests a structure of multiple folders of different levels. 

Regarding independent claim 25, Markowitz discloses: 

- a server (figure 3, #200; col 2, lines 59-60, server 200) 

- a given information unit (figure 3, #600 ISP; col 1 , lines 43-51 , the content 
provider such as an Internet Service Provider ISP provides the contents of the 
web pages) 

- a candidate information unit coupled to said server and given information unit 
(figure 3, # 200 server, #600 ISP and #214 repository database including 
advertisements are connected together; col 2, lines 65 to col 3, lines 1-18) 

where the server adapted to: 
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- determine a content data of the candidate information unit (col 1 , lines 32-42; col 
2, lines 60 to col 3, lines 1-18, the fact that an appropriate advertisement is 
selected to be included in a Web page shows that the content data of an 
advertisement, which is a candidate information unit as explained in the abstract, 
is determined) 

- automatically determine a content data of the given information unit (col 1 , lines 
32-42; col 2, lines 60 to col 3, lines 1-18, the fact that an appropriate 
advertisement is selected to be included in a Web page shows that the content 
data of a Web page, which is a given information unit as explained in the 
abstract, is also determined to find out the relationship between a web page and 
an related advertisement) 

- automatically compare the content data of the given information unit to the 
content data of the candidate information unit to create a comparison result (col 
1, lines 32-42; col 2, lines 60 to col 3, lines 1-18, the fact that an appropriate 
advertisement is selected to be included in a Web page shows the result of the 
comparison between the content data of the candidate information unit, which is 
an advertisement, and the content data of the given information unit, which is a 
given information unit as explained in the abstract, because the two include 
related data) 

- link the candidate information to the given information unit as a function of the 
comparison result (col 1, lines 32-42; col 2, lines 60 to col 3, lines 1-18) 

Markowitz does not disclose that: 
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- said automatically determining is performed by searching the given information 
unit, indexing the given information unit to produce indexed data, and performing 
a relevancy ranking on the indexed data 

- the chosen information unit is selected as a function of the relevancy ranking on 
the indexed data , 

- automatically comparing the ranked index data instead of comparing the content 
data as above 

Yu discloses: 

- searching the given information unit (col 4, lines 11-15: "traverse a hypertext 
database to retrieve an electronic document ...") 

- indexing the given information unit to produce an indexed data (col 4, lines 15- 
22: "storing an index in association with the hypertext database, the index 
comprising...") 

- performing a relevancy ranking on the indexed data (col 4, lines 22-51 , receiving 
a set of relevant index term values.... comparing ..using the weighted relevancy 
ranking... producing a list of electronic documents... based on the relevancy 
ranking...) 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Yu into Markowitz since Yu discloses indexing the terms 
included in the electronic documents and performing the relevancy ranking on the 
indexed data providing the advantage to compare the ranked index data, which are 
indexed terms, included in the web pages in supporting the search process and to 
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utilize said relevancy ranking based on the indexed terms to rapidly searching of an 
advertisement in the advertisement repository database related to the requested web 
page by considering only the cases of the highest ranking terms. 

8. Claims 13-15, 17-19 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Markowitz as applied to claim 3 above, and further in view of Yu (US 
Pat No. 6,067,552, 5/23/00, filed 3/30/98, priority 8/21/95). 

Regarding claims 13-14, which are dependent on claim 3, Markowitz discloses that the 
given information is available on the Internet, the given information includes a page of 
content on the World Wide Web, and the candidate information unit includes an 
advertisement to be displayed to a user (col 1 , lines 32-42, col 2, lines 60 to col 3, lines 
1-18, the given information is a web page, so it is available on the Internet, the related 
advertisement to a web page is displayed to a user). 

Regarding claim 15, which is dependent on claim 3, Markowitz does not disclose that 
determining a content data of the given information unit further includes: 

- selecting a keyword 

- counting a number of occurrences of the key word 

- ranking the key word according to the number of occurrences of the keyword 
Yu discloses: 
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- counting a number of occurrences of the key word (col 3, lines 43-58, ...the 
number of times a keyword appears in the content of the document....) 

- ranking the key word according to the number of occurrences of the keyword (col 
4, lines 23-63, ...setting a weighted relevancy ranking of each descriptive index 
term... ) 

Yu does not disclose explicitly selecting a keyword. However, the counting of a number 
of occurrences of the keyword in Yu shows that the keyword is selected for occurrence 
counting. 

It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have combined Yu into Markowitz for fast rendering the related data from 
a database using the ranking of keywords in a document. 

Regarding claim 17, which is dependent on claim 3, Markowitz discloses: 

- accessing a user computer system through a user Internet connection (figure 1 ) 

- querying the user computer system to determine a user computer system data 
(col 2, lines 60-64, a user at the PC 500 requests a Web page) 

- returning the computer system data through the user Internet connection (col 2, 
lines 60-64, a requested web page from the Internet is displayed to a user) 

Regarding claim 18, which is dependent on claim 3, Markowitz discloses that the given 
information unit includes a user-input information (col 2, lines 60-64, since a user has to 
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make a request for a web page, the user has to input some information relating to a web 
page in the request). 

Regarding claim 19, which is dependent on claim 14, Markowitz discloses: 

- obtaining a user-input information (col 2, lines 60-64, the user input information 
for a web page is obtained in the user request) 
Markowitz does not disclose incorporating the user-input information into the content 
data of the given information unit. Instead Markowitz discloses that once a user request 
for a web page is sent to the Internet Service Provider ISP, the ISP can obtain the 
HTML data related to the web page from the Internet (col 2, lines 60-64). 
It would have been obvious to one of ordinary skill in the art at the time of the invention 
was made to have modified Markowitz to include incorporating the user-input 
information into the content data of the given information unit. The fact that the ISP can 
obtain the HTML data related to the web page from the Internet suggests that the user- 
input information, which is actually the keyword in the request, is included in the web 
page, the given information. 

Response to Arguments 

9. Applicant's arguments filed 8/3/04 have been fully considered but they are not 
persuasive. 
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1 0. Applicants argue that the attributes in Markovitz relates to how to put an 
advertisement into an HTML page, and so the attributes do not relate to the contents of 
the advertisements and the requested web page (Remarks, pages 9-10). 

Examiner agrees that the attributes in Markovitz do not relate to the contents of the 
advertisement and the requested web page. However, in the Response to Arguments 
in the previous office action, Examiner also pointed out that Markovitz discloses 
selecting a sport-related advertisement to a sport web page (col 3, lines 2-12: "if a user 
has previously requested a large number of Web pages related to sports, an 
advertisement for a sporting good store might be selected ..."). The fact that a sport- 
related advertisement is selected for a sport web page inherently shows that the 
advertisement selection in Markovitz is based on the content of the requested web page 
and the content of the advertisement. 

1 1 . Applicants argue that Markovitz provides little disclosure about the automatic 
determining of a content data of the given information unit in column 2, line 65 to col 3, 
line 18 (Remarks, page 10). 

Examiner respectfully disagrees. 

Examiner did not cite col 2, line 65 to col 3, line 18 for said determining feature but cited 
col 1 , lines 32-42, col 2, lines 60-64, and col 3, line 60 to col 4, line 19 (see the previous 
office action, pages 3-4). 
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12. Applicants argue that Markovitz provides no disclosure as to what is stored in 
"the history database 210", no disclosure as how a web page currently being requested 
can be used to select an appropriate advertisement, whereas the office action attempts 
to supplement the Markovitz disclosure where such supplementation is come from the 
Applicants disclosure to compare Markovitz disclosure to the pending claims (Remarks, 
page 10). 

Examiner respectfully disagrees. 

Markovitz discloses that "A history database can be consulted by the server when 
selecting the advertisement. For example, if a user had previously requested a large 
number of Web pages related to sports, an advertisement for a sporting goods store 
might be selected" (col 3, lines 2-6). Clearly, examining a list of a large number of web 
pages related to sports previously requested by a user is one example of how the 
server consults the history database to determine the topic of the large number of web 
pages and to select a related advertisement. The supplementation, therefore, is come 
from Markovitz disclosure, not from Applicants disclosure. 

1 3. Applicants argue that it is unclear as to how storing advertisements in a history 
database would lead one to determine content data of the given information unit and 
selecting a chosen information unit based on it (Remarks, page 10). 

Examiner would like to make it clear that the database disclosed in figure 3 as cited in 
the previous office action is the advertisement repository database (step #330: select 
advertisement from database). The history database , on the other hand, is for storing 
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t 

the requested web page history , not the advertisements, so that such a history would be 
provided to a server to determine the topic of said web pages via the contents of the 
web pages and to select a related advertisement in the advertisement repository 
database. 

14. Applicants argue that there is no disclosure as how it is "easy to determine what 
field said web page or web site is related to" is done since all Markovitz says is that "if a 
user has previously requested a large number of web pages related to sports, and 
advertisement for sporting goods store might be selected" (Remarks, page 10). 
Examiner respectfully disagrees. 

As mentioned above, the way the server consults the history database is by examining 
a large number of web pages requested by a user and recorded in the history database 
to derive the topic of said web pages and to select a related advertisement: "A history 
database can be consulted by the server when selecting the advertisement. For 
example , if a user had previously requested a large number of Web pages related to 
sports, an advertisement for a sporting goods store might be selected" (col 3, lines 2-6). 
Therefore, Markovitz inherently discloses how to determine what field the web page or 
web site is related to based on consulting the history database by the server. 
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Conclusion 

1 5. THIS ACTION IS MADE FINAL Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .1 36(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

16. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Davis et al. (US Pat No. 6,643,696 B2, 1 1/4/03, filed 12/1 1/98, priority 3/21/97). 

Himmel et al. (US Pat No. 6,317,782 B1, 11/13/01, filed 5/15/98). 

Perlman (US Pat No. 6,237,039 B1, 5/22/01, filed 6/30/98). 

Flavin et al. (US Pat No. 6,219,788 B1, 4/17/01, filed 5/14/98). 

Fuller et al. (US Pat No. 6,216,1 12 B1, 4/10/01, filed 5/27/98). 

Yuan et al., The Relationship between Advertising and Content Provision on the 

Internet, European Journal of Marketing, 1998, vol. 32, pg. 677. 
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Hofacker et al., World Wide Web Banner Advertisement Copy Testing, European 
Journal of Marketing, 1998, vol. 32, pg. 703. 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cong-Lac Huynh whose telephone number is 571-272- 
4125. The examiner can normally be reached on Mon-Fri (8:30-6:00). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stephen Hong can be reached on 571-272-4124. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



... STEPHEN HONG 

Un SUPERVISORY RATENT EXAMINER 

12/13/04 




